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PATENT COOPERATION TREATY 



From the 

INTERNATIONAL SEARCHING AUTHORITY 



To: 



see form PCT7ISA/220 




WRITTEN OPINION OF THE 
INTERNATIONAL SEARCHING AUTHORITY 

(PCT Rule 436/S.1) 



Applicant's or agent's file reference 

see form PCT/1SA£20 



International application No. 
PCT/EP2005/051324 



Date of mailing * " 

(day/month/year) see form PCT/ISA/21 0 (second sheet) 



FOR FURTHER ACTION 

See paragraph 2 below 



International filing date (day/month/year) 
23.03.2005 



International Patent Classification (IPC) or both national classification and IPC 
C07C211/58, C08K5/18, C10M141/06 

Applicant 

CIBA SPECIALTY CHEMICALS HOLDING INC. 



Priority date (day/month/year) 
01.04.2004 



This opinion contains indications relating to the following items: 



S Box No. I 

□ Box No. II 

□ Box No. Ill 

□ Box No. IV 
EI Box No. V 



□ Box No. VI 

□ Box No. VII 



2. 



3. 



Basis of the opinion 
Priority 

Non-establishment of opinion with regard to novelty, inventive step and industrial applicability 
Lack of unity of invention 

^^^^T^ ^ R V le A S bis ' 1{aW) Wlth re 9 ard to nove,t ^' inventive step or industrial 
applicability; citations and explanations supporting such statement 

Certain documents cited 
Certain defects in the international application 
Box No. VMI Certain observations on the International application 
FURTHER ACTION 

If a demand for international preliminary examination is made, this opinion will usually be considered to be a 
mitten opinion of the International Preliminary Examining Authority ("IPEA"). However thte does not apply where 
N'?^ a ? A*hor«y ^her than this one to be the IPEA and the chosen PEA has notfedthe 
wnfno^e so coreideied 6 ' 66 - 1fc/s < b > ^at written opinions of this International Searching Authcmty 

L^n^the" IPEA rZ£n d r»n£, V ? ' co " sider f d to be a °P"™ of the IPEA, the applicant is invited to 

monThl Trl^ i ^ f w^^Pty together, where appropriate, with amendments, before the expiration of three 
^SS^^^S^. ma " in9 ° f F ° m PCTASM *° °< the expiration of iz months from the prbrity date. 

For further opt bns, see Form PCT/1SA/220. 

For further details, see notes to Form PCT/1SA£20. 



3 



European Patent Office 
D-80298 Munich 
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Telephone No. +49 89 2399-8594 




Form (PCT/IS/V237) (Cover Sheet) (January 2004) 



WRITTEN OPINION OF THE 
INTERNATIONAL SEARCHING AUTHORITY 



International application No. 
PCT/EP2005/051324 



Box No. I Basis of the opinion 

1. With regard to the language, this opinion has been established on the basis of the international application in 
the language in which it was filed, unless otherwise indicated under this item. 

□ This opinion has been established on the basis of a translation from the original language into the following 
language , which is the language of a translation furnished for the purposes of international search 
(under Rules 12.3 and 23.1 (b)). 

2. With regard to any nucleotide and/or amino acid sequence disclosed in the international application and 
necessary to the claimed invention, this opinion has been established on the basis of: 

a. type of material: 

□ a sequence listing 

□ table(s) related to the sequence listing 

b. format of material: 

* * * 

□ in written format 

□ in computer readable form 

c. time of filing/furnishing: 

□ contained in the international application as filed. 

□ filed together with the international application in computer readable form. 

□ furnished subsequently to this Authority for the purposes of search. 

3. □ In addition, in the case that more than one version or copy of a sequence listing andfor table relating thereto 

has been filed or furnished, the required statements that the information in the subsequent or additional . 
copies is identical to that in the application as filed or does not go beyond the application as filed, as 
appropriate, were furnished. 

4. Additional comments: 



Form PCT/1SA/237 (January 2004) 



WRITTEN OPINION OF THE 
INTERNATIONAL SEARCHING AUTHORITY 



International application No 
PCT/EP2005A)51324 



Box No. V Reasoned statement under Rule 43d/s.1(a)(i) with regard to novelty, Inventive step or 
industrial applicability; citations and explanations supporting such stateme nt 

1. Statement 



Novelty <N) 


Yes: 


Claims 


1-18 




No: 


Claims 




Inventive step (IS) 


Yes: 


Claims 






No: 


Claims 


1-18 


Industrial applicability (IA) 


Yes: 


Claims 


1-18 




No: 


Claims 





2. Citations and explanations 



see separate sheet 



Box No. VIII Certain observations on the international application 



The following observations on the clarity of the claims, description, and drawings or on the question whether the 
claims are fully supported by the description, are made: 

see separate sheet 



Form PCT/JSA/237 (January 2004) 



WRITTEN OPINION OF THE 
INTERNATIONAL SEARCHING 
AUTHORITY (SEPARATE SHEET) 



International application No. 
PCT/EP2005/051324 



Re Item V. 

1 Reference is made to the following documents: 

D1 : US 6 31 5 925 B1 (AEBLI BEAT MICHAEL ET AL) 13 November 2001 (2001- 
11-13) 

D2 : FR 2 832 417 A (BP CORPORATION NORTH AMERICA INC) 23 May 2003 
(2003-05-23) 

D3 : EP 0 387 979 A (NIPPON OIL CO., LTD; NIPPON OIL COMPANY, LIMITED) 
19 September 1990 (1990-09-19) 

D4 : P. SNIEGOSKI ET AL: "Quantitative TLC Analysis of Amine Antioxidants in 

High-temperature Jet Engine Lubricants" JOURNAL OF CHROMATOGRAPHIC 
SCIENCE, vol. 1 5, 1 977, pages 328-329, XP009054421 

D5: US-A-2 530 769 



In the light of the documents cited in the search report the present claims 1-18 can be 
considered as being novel (Art. 33(2) PCT). 

However, the subject-matter of claims 1-8 and 12-14 cannot be considered as being 
inventive (Art. 33(3) PCT) as the object of the present application, namely to provide 
compositions of alkylated diphenylamines that have improved properties, such as solubility 
in mineral oil, for the intended technical applications, for example additives to lubricants, 
has already been achieved by D3 (example 3; page 2, line 29 - page 3, line 44) alone or a 
combination of D1 (claims 1-6) and D2 (page 2, lines 25-30; page 6, lines 1-32; claims 1-' 
19; examples 1-4) in a very similar manner. 

Furthermore, the subject-matter of claim 9 and claims 15-18 referring to the additive 
mixture alone (which has the same object as claims 1 and 2) cannot be considered as 
being inventive over D3 and Q4 (see introduction) . 

In the light of D5 (col. 1 , lines 13-24; claims 1-2) the subject-matter of the product by 
process claims 1 0 and 1 1 cannot be considered as being inventive. 



Form PCT7ISA/237 (Separate Sheet) (Sheet 1) (EPO-January 2004) 



WRITTEN OPINION OF THE 
INTERNATIONAL SEARCHING 
AUTHORITY (SEPARATE SHEET) 



International application No. 
PCT/EP2005/051324 



Re Item VIII 

Atthbugh claims 1 ,2,9-1 1 have been drafted as separate independent claims, they appear 
to relate effectively to the same subject-matter and to differ from each other only with 
regard to the definition of the subject-matter for which protection is sought. The 
aforementioned claims therefore lack conciseness. Moreover, lack of clarity of the claims 
as a whole arises, since the plurality of independent claims makes it difficult, if not impos- 
sible, to determine the matter for which protection is sought, and places an undue burden 
on others seeking to establish the extent of the protection. 

It seems that claim 2 contains a clerical error as it refers to compound B and C without 
citing compound A. 

The independent claim 9 refers to compounds I and II without Illustrating their structure. 
The same objection refers to claims 15-1 8. 
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PATENT COOPERATION TREATY 



From the 

INTERNATIONAL SEARCHING AUTHORITY 



To: 



see form PCT/ISA/220 




WRITTEN OPINION OF THE 
INTERNATIONAL SEARCHING AUTHORITY 

(PCT Rule 43b/s.1) 



Dale of mailing 

(day/month/year) see form PCT/ISA/21 0 (second sheet) 



Applicant's or agent's file reference 

see form PCT/ISA/220 



International application No. 
PCT/EP2005/O51324 



FOR FURTHER ACTION 

See paragraph 2 below 



international filing date (daytmonth/year) 
23.03.2005 



International Patent Classification (IPC) or both national classification and IPC 
C07C211/58, C08K5/18, C10M1 41/06 



Priority date {dayAnonth/year) 
01.04.2004 



Applicant 

CIBA SPECIALTY CHEMICALS HOLDING INC. 
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This opinion contains indications relating to the following items: 



S Box No. I 

□ Box No. II 

□ Box No. Ill 

□ Box No. IV 
S Box No. V 

□ Box No. VI 

□ Box No. VII 



Basis of the opinion 
Priority 

Non-establishment of opinion with regard to novelty, inventive step and industrial applicability 
Lack of unity of invention 

Rea , son ed statement Und , er Ru,e 436/5,1 ( a >W wWl re 9 ard to novelty, inventive step or industrial 
applicability; citations and explanations supporting such statement 

Certain documents cited 
Certain defects in the international application 



2. 



3. 



EI Box No. VIII Certain observations on the International application 
FURTHER ACTION 

If a demand for international preliminary examination is made, this opinion will usually be considered to be a 
wntten op.mon of the International Preliminary Examining Authority ("iPEA"). However, this does not apply where 

^f„ P f« Can l t S hO0SeS *? A £ h ? ri *y other than this one to be the IPEA and the chosen IPEA haVnotfedthe 
Sn^t be"!!, consWe"ed er 66 - 1Ws < b > that written opinions of this International Searching Authority 

Lhmif^ n thripl=^f '?^ ded ab ? v f ' c ° nslder ? d to be a wr i«en opinion of the IPEA, the applicant is invited to 

I ^ f w "tten reply together, where appropriate, with amendments, before the expiration of three 
whtehevw exptesteter 9 pe ™SA220 or before the expiration of 22 months from the priority date, 

For further options, see Form PCTVISA/220. 

For further details, see notes to Form PCT7ISA220. 
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European Patent Office 
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Fax: +49 89 2399 - 4465 



Authorized Officer 

Butkowskyj-Walkiw, T 

Telephone No. +49 89 2399-8594 
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Form (PCTVIS/V237) (Cover Sheet) (January 2004) 



WRITTEN OPINION OF THE 
INTERNATIONAL SEARCHING AUTHORITY 



International application No. 
PCT/EP2005/051324 



Box No. I Basis of the opinion 

1. With regard to the language, this opinion has been established on the basis of the international application in 
the language in which it was filed, unless otherwise indicated under this item. 

□ This opinion has been established on the basis of a translation from the original language into the following 
language , which is the language of a translation furnished for the purposes of international search 
(under Rules 12.3 and 23.1(b)). 

2. With regard to any nucleotide and/or amino acid sequence disclosed in the international application and 
necessary to the claimed invention, this opinion has been established on the basis of: 

a. type of material: 

□ a sequence listing 

□ table(s) related to the sequence listing 

■ 

b. format of material: 

□ in written format 

□ in computer readable form 

c. time of filing/furnishing: 

r 

□ contained in the international application as filed. 

□ filed together with the international application in computer readable form. 

□ furnished subsequently to this Authority for the purposes of search. 

3. □ In addition, in the case that more than one version or copy of a sequence listing and/or table relating thereto 

has been filed or furnished, the required statements that the information in the subsequent or additional . 
copies is identical to that in the application as filed or does not go beyond the application as filed, as 
appropriate, were furnished. 

4. Additional comments: 



Form PCT/ISA/237 (January 2004) 



WRITTEN OPINION OF THE 
INTERNATIONAL SEARCHING AUTHORITY 



International application No. 
PCT/EP2005y051324 



Box No. V Reasoned statement under Rule 43fc*s.1(a)(i) with regard to novelty, inventive step or 
industrial applicability; citations and explanations supportin g such statement 

1. Statement 



Novelty (N) 


Yes: 


Claims 


1-18 




No: 


Claims 




Inventive step (IS) 


Yes: 


Claims 






No: 


Claims 


1-18 


Industrial applicability (IA) 


Yes: 


Claims 


1-18 




No: 


Claims 





2. Citations and explanations 
see separate sheet 



Box No. VIII Certain observations on the international application 



The following observations on the clarity of the claims, description, and drawings or on the question whether the 
claims are fully supported by the description, are made: 

see separate sheet 



Form PCT/ISA/ 237 (January 2004) 



WRITTEN OPINION OF THE 
INTERNATIONAL SEARCHING 
AUTHORITY (SEPARATE SHEET) 



International application No. 
PCT/EP2005/051 324 



Re Item V. 

1 Reference is made to the following documents: 

D1 : US 6 31 5 925 B1 (AEBLI BEAT MICHAEL ET AL) 13 November 2001 (2001- 
11-13) 

D2 : FR 2 832 41 7 A (BP CORPORATION NORTH AMERICA INC) 23 May 2003 
(2003-05-23) 

D3 : EP 0 387 979 A (NIPPON OIL CO., LTD; NIPPON OIL COMPANY, LIMITED) 
19 September 1990 (1990-09-19) 

D4 : P. SNIEGOSKI ET AL: "Quantitative TLC Analysis of Amine Antioxidants in 

High-temperature Jet Engine Lubricants" JOURNAL OF CHROMATOGRAPHIC 
SCIENCE, vol. 1 5, 1 977, pages 328-329, XP009054421 

D5: US-A-2 530 769 



In the light of the documents cited in the search report the present claims 1-18 can be 
considered as being novel (Art. 33(2) PGT). 

However, the subject-matter of claims 1-8 and 12-14 cannot be considered as being 
inventive (Art. 33(3) PCT) as the object of the present application, namely to provide 
compositions of alkylated diphenylamines that have improved properties, such as solubility 
in mineral oil, for the intended technical applications, for example additives to lubricants, 
has already been achieved by D3 (example 3; page 2, line 29 - page 3, line 44) alone or a 
combination of D1 (claims 1-6) and D2 (page 2, lines 25-30; page 6, lines 1-32; claims 1- 
1 9; examples 1 -4) in a very similar manner. 

Furthermore, the subject-matter of claim 9 and claims 15-18 referring to the additive 
mixture alone (which has the same object as claims 1 and 2) cannot be considered as 
being inventive over D3 and Q4 (see introduction) . 

In the light of D5 (col. 1, lines 13-24; claims 1-2) the subject-matter of the product by 
. process claims 1 0 and 1 1 cannot be considered as being inventive. 



Form PCT/ISA/237 (Separate Sheet) (Sheet 1) (EPO- January 2004) 



WRITTEN OPINION OF THE 
INTERNATIONAL SEARCHING 
AUTHORITY (SEPARATE SHEET) 



International application No. 
PCT/EP2005/051324 



Re Item VIII 

Although claims 1 ,2,9-1 1 have been drafted as separate independent claims, they appear 
to relate effectively to the same subject-matter and to differ from each other only with 
regard to the definition of the subject-matter for which protection is sought. The 
aforementioned claims therefore lack conciseness. Moreover, lack of clarity of the claims 
as a whole arises, since the plurality of independent claims makes it difficult, if not impos- 
sible, to determine the matter for which protection is sought, and places an undue burden 
on others seeking to establish the extent of the protection. 

It seems that claim 2 contains a clerical error as it refers to compound B and C without 
citing compound A. 

The independent claim 9 refers to compounds I and II without illustrating their structure. 
The same objection refers to claims 15-1 8. 



Form PCT/ISA/237 (Separate Sheet) (Sheet 2) (EPO-January 2004) 



